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DETAILED ACTION 
Notice to Applicant 

[1] This communication is in response to the patent application filed 1 8 September 2001 . It is 
noted that this application benefits fi-om Provisional Patent Application Serial No. 60/233,503 
filed 19 September 2000. The IDS statements filed 6 June 2002, 14 April 2003, and 30 June 
2005 have been entered and considered. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requires of this title. 

[2] Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed invenfion is directed to 
non-statutory subject matter. Under the statute, the claimed invention must fall into one of the 
four recognized statutory classes of invention, namely, a process (or method); a machine (or 
system); an article of manufacture; or a composition of matter. 

[A] First, claim 1 appears to be directed toward an insurance policy. However, it is unclear 
as to which recognized statutory class of invenfion the "insurance product" of claim 1 is directed. 
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In particular, an "insurance product" is not a process or method, as it lacks a series of steps. An 
"insurance product " is not a machine or system, as there is no specific recitation of machine or 
system components. An "insurance product " is not recognized as a composition of matter. An 
"insurance product" per se is merely a collection of the financial, legal, or administrative rights 
and obligations of the parties involved. Since these rights and obligations are typically fixed in 
some tangible medium (e.g., paper), a possible category for a "policy/product" may be "article of 
manufacture". However, if the claimed insurance policy fails to qualify as an "article of 
manufacture", the insurance policy is merely a collection of data, which is not suitable for patent 
protection under 35 U.S.C. 101. 

[B] Secondly, under the guidance of recent case law, the requirements of 35 U.S.C. 101 are 
met when "the practical application of the abstract idea produces a usefiil, concrete, and tangible 
result" {State Street Bank & Trust Co. vs. Signature Financial Group, Inc., 47 USPQ2d 1596, 
1601-02 (Fed. Cir. 1998)). In general, an insurance policy/product is conceptually useful for 
securing fionds needed after the loss of (or damage to) properties and/or other casualties. 
However, claim 1, as presently recited, does not appear to have a concrete result. Because the 
present application is directed to an abstract collection of legal obligations and financial 
compensation for damages, it is unclear whether the claimed insurance product can be repeatable 
and predictable (and thus, concrete). Further, the present application serves to generate an 
insurance policy based on the risks associated with conducting business over the Internet, but the 
type and nature of coverage are determined by subjective selection of coverage by the consumer 
and are therefore not repeatable, i.e., concrete. 
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[C] Lastly, the "insurance product", in and of itself, as recited in claim 1 (as an apparent 
"article of manufacture") fails to have a tangible result. Claim 1 merely recites non-functional 
descriptive material, as no recitation of executable code or a data structure is provided. Further, 
the policy is not explicitly recited as being embodied on any medium. Insurance policies, data 
structures, or computer programs, in general, that are not claimed as embodied in computer- 
readable form are descriptive material, per se, and are not statutory because they are not capable 
of causing functional change in a computer. Thus, the "insurance policy" of claim 1 is not 
tangibly embodied since it is drawn to the financial, legal, or administrative rights and 
obligations per se. 

[D] In light of the above, it is respectfully submitted that the claimed invention, although 
useful, does not have a tangible and concrete result, and thus fails to recite the practical 
application of an abstract idea to satisfy the requirements of 35 U.S.C. 101. 

[E] Claims 2-9, when analyzed in the same manner described above with respect to claim 1 , 
also fail to represent an active step towards a useful, concrete, and tangible result. Therefore, 
claims 1-9 are rejected under 35 U.S.C. 101 as being directed to non-statutory subject matter. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language, 

[3] Claims 1-9 are rejected under 35 U.S.C. 102(e) as being anticipated by DiMattina (United 
States Patent #6,405,177). 

[A] As per claim 1 , DiMattina teaches an insurance product to cover the risks associated with 
conducting business on the Internet, comprising: a. a first insurance coverage for conducting 
advertising and marketing business on the Internet (DiMattina; Abstract and col. 2, lines 1-16), b. 
a second insurance coverage for rendering professional services on the Internet (DiMattina; 
Abstract and col. 2, lines 1-16), c. a third insurance coverage for protection against a third party 
liability when conducting business on the Internet (DiMattina; Abstract and col. 2, lines 1-16), d. 
a fourth insurance coverage for network security when conducting business on the Internet 
(DiMattina; Abstract and col. 2, lines 1-16), and e. a fifth insurance coverage which combines 
the protections provided by said first, second and fourth insurance coverages (DiMattina; 
Abstract and col. 2, lines 1-16). 
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[B] As per claim 2, DiMattina teaches wherein said first insurance coverage comprises 
protection for material published, transmitted, disseminated, distributed, serialized, created, 
originated, exhibited or displayed via the Internet in the course of business (DiMattina; Abstract 
and col. 2, lines 1-16). 

[C] As per claim 3, DiMattina teaches wherein said first insurance coverage further 
comprises protection for alleged wrongful acts, including libel, slander, product disparagement 
and trade libel, as well as infringement of copyright, title, slogan, trademark, domain name, trade 
name, trade dress or service name, and also plagiarism, piracy, misappropriation of ideas under 
implied contract, and invasion, infringement and interference with rights of privacy and publicity 
(DiMattina; Abstract and col. 2, lines 1-16). 

[D] As per claim 4, DiMattina teaches wherein said second insurance coverage comprises 
protection for errors and omissions, and for content-based liability (DiMattina; Abstract and col. 
2, lines 1-16). 

[E] As per claim 5, DiMattina teaches wherein said second insurance coverage further 
comprises protection for allegations of wrongftil acts in the performance of professional services 
on the Internet (DiMattina; Abstract and col. 2, lines 1-16). 
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[F] As per claim 6, DiMattina teaches wherein said third insurance coverage comprises 
protection against a third party liability when a failure of network security causes damage to said 
third party (DiMattina; Abstract and col. 2, lines 1-16). 

[G] As per claim 7, DiMattina teaches wherein said fourth insurance coverage comprises 
protection against a network security failure caused by a cyber-attack, including coverages for 
denial of services, loss of intangible assets, E-business interruption, cyber-extortion, computer 
attack reward, and crisis management. (DiMattina; Abstract and col. 2, lines 1-16). 

[H] As per claim 8, DiMattina teaches wherein said first, second, third, fourth and fifth 
insurance coverages are worldwide (DiMattina; Abstract and col. 2, lines 1-16). 

[I] As per claim 9, DiMattina teaches wherein said first, second, third, fourth and fifth 
insurance coverages can be purchased individually or in any combination (DiMattina; Abstract 
and col. 2, lines 1-16). 

Conclusion 

Any inquiry concerning this commvmication or earlier communications from the 
examiner should be directed to Robert D. Rines whose telephone number is 571-272-5585. The 
examiner can normally be reached on 8:30am - 5:00pm Mon-Fri. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Thomas can be reached on 571-272-6776. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 





